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RESPONSE TO NOTICE OF NON-COMPLIANT BRIEF 



This Supplemental Brief of the Appellant is submitted in response to the 
Notification of Non-compliant Brief mailed November 9, 2007. The Notification stated 
that only the sections of the Appeal Brief relating to the STATUS OF CLAIMS, 
SUMMARY OF CLAIMED SUBJECT MATTER, and GROUNDS OF REJECTION TO BE 
REVIEWED ON APPEAL required supplementation and so only those corrected 
sections are included herein. This Response with corrected sections is timely filed within 
30 days of the mailing date of the Notification. The corrected STATUS OF CLAIMS 
begins on page 3 of this Response. The corrected SUMMARY OF CLAIMED SUBJECT 
MATTER begins on page 4 of this Response. The corrected GROUNDS OF 
REJECTION TO BE REVIEWED ON APPEAL begins on page 7 of this Response. 
SUMMARY OF INTERVIEWS 

Applicant's attorney. Mark Beatty, USPTO Registration No. 60,623, spoke with 
Examiner Shay regarding the Notice of Non-Compliant Brief on November 16, 2007. 
Applicant felt that the original Brief did comply with the rules and requested clarification. 

RESPONSE TO NOTICE OF NON-COMPLIANT BRIEF 
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Examiner Shay explained that he had not examined the Brief, that the Notice came from 
a different office, and provided the extension for Appeals Specialist Bridget Monroe. 

Mr. Beatty left a voice mail for Appeals Specialist Monroe requesting clarification 
on how to respond. Ms. Monroe returned the call on November 16 and stated that 
Applicant need only correct the specrfic sections referenced in the Notice of Non- 
compliance and not submit a new brief. She stated that the brief should have a concise 
statement that is mapped to the Specification by page and line numbers, or at the very 
least with paragraph numbers. 
CORRECTIONS TO BRIEF 

Below are corrected sections which Applicant submits in response to the Notice 
of Non-compliant Brief. Only the sections titled STATUS OF CLAIMS, SUMMARY OF 
CLAIMED SUBJECT MATTER, and GROUNDS OF REJECTION TO BE REVIEWED 
ON APPEAL are included because these were the only sections referenced in the Notice 
of Non-compliant Brief. 
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STATUS OF CLAIMS f corrected section) 

Claims 1-22 were rejected. All rejections are appealed. No amendments were 
made to any claims after final rejection. All claims 1-22 are now pending. 

Prior to this Response, a Final Office Action rejecting all claims was mailed April 
11, 2007. responding to Applicant's RCE which included an affidavit submission under 
37 C.F.R. 1.132 and adding new claim 22, dated January 12, 2007. The prior final 
rejection was withdrawn and a new rejection entered by Examiner. Applicant timely filed 
a Notice of Appeal with applicable fees on June 22, 2007. 

Claims 1-22 were rejected under § 112 second paragraph for indefiniteness. 
Claims 1-13 were rejected for the first time under § 1 12. 

Claims 1, 11, and 12 were finally rejected under 35 U.S.C. § 103(a) as 
unpatentable over EP 03721 27A1 to L'Esperance or US 6,042,594 to Hellenkamp. 

Claims 2 and 13 were finally rejected under § 103(a) as unpatentable over 
L'Esperance or Hellenkamp, in combination with US 4,173,980 to Curtin. 

Claims 3, 4, 7, 8, 14-16, 16, and 19 were finally rejected under § 103(a) as 
unpatentable over L'Esperance or Hellenkamp in combination with Curtin or Clark et al. 

Claims 5, 6 r 9, 10, 17-22 were finally rejected under § 103(a) as unpatentable 
Over L'Esperance or Hellenkamp, in combination with Curtin and Clark et al, and further 
in combination with US 5,613,061 to Olson. 
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SUMMARY OF CLAIMED SUBJECT MATTER (corrected section) 

The present invention relates generally to devices and methods for fixating eyes 
for ophthalmic surgery, and more particularly to eye fixation devices and methods using 
vacuum pressure for fixation for guiding a surgical tool or laser. 

Claims 1,11 and 22 are independent claims. 

Independent claim 1 relates to a novel apparatus for fixating the eye. The 
apparatus is convex, matching the convex profile of the cornea. See Specification at 6 
IL1-9; Figs. 1, 3 & 4 #10, #12, #14 and #16. The interior eye-fixation part of the 
apparatus includes a convex contact surface for contacting the surface of the eyeball 
encircling the cornea. Id. The eye fixation portion includes a convex contact portion 
which encircles the cornea, contacting the corneal surface via the lands between criss- 
cross vacuum distribution channels. See Specification at p.6 1.9 - p. 7 111; Figs. 3 & 4 
#16. A vacuum port is provided in communication with the criss-crossing channels to 
draw the eyeball membrane to the contact portion. See Specification p.6 11.14-20; Figs. 
1,2 f 3&5 #14, #16 and #18. Claims 2-9 depend from claim 1. 

Claim 2 Includes adjustment arms which allow the surgeon to use both hands to 
adjust the eye fixation device in relation to the eyeball before applying vacuum, while 
sighting through the device. See Specification p.7IL 18-21; Figs.2 & 5 #20. 

Claims 3, 4, 7 and 8 include first and second annular translation guide members 
(#40 & #60) with translation rods (#50 & #70) and adjustment knobs (#48 & #68), 
allowing the surgeon to adjust the annular openings laterally to one another (e.g. in 
perpendicular X-Y axes or non-perpendicular axes), which is what receives surgical 
instruments or allows application of a surgical laser or other devices, after applying 
vacuum to fix the fixation apparatus to the eyebalL See Specification pJ-11; Figs. 1 t 2, 5 
& 6 #22, #24 f #28 f #48 t #50, #52, #68, #70, #72. The threaded guide rods allow fine 
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adjustment of position to fine tune the initial positioning of the device. Id. 

Claims 5, 6, 9, and 10 include docking screws through the first and second 
annular translation guide members so that surgical devices, such as laser sighting 
cones, can be inserted and locked into the annular opening, thereby fixing the surgical 

» 

devices to the eyeball rather than the eyeball being forced to align with the devices and 
causing distortion. See Specification p. 10 1.19 -p r 11 L2; Figs. 1,2&5 #72. 

Independent claim 1 1 recites a method for using the novel apparatus to provide 
fixation of the eyeball during ophthalmic surgeries. See Specification pM 11.8-19. 
Claims 12-21 depend from claim 11. 

Claim 12 depends from claim 11 and includes the step of verifying the centering 
of the eye fixation apparatus and adjusting if necessary by shutting off vacuum, 
reentering the device, and re-applying vacuum pressure. See . Claim 13 depends 
from claims 11 and 12, and includes the methods of claims 11 and 12 where the 
apparatus includes adjustment arms (#20). See Specification p.7iL18-21; p.11 11.12-17. 

Claim 14 depends from claims 11 and 12, and includes the steps of adjustably 
connecting a first annular translation guide member to the eye fixation portion to 
translate the first guide member laterally in relation to the eye fixation portion. This step 
allows surgical devices to be aligned by inserting them into the first translation guide 
member and adjusting the guide member while leaving the eye fixated by the fixation 
portion. See Specification p.71.22 - p.9 1.6; p.11. 

Claim 15 depends from claim 14 and includes using a translation rod and 
adjustment knob to provide fine control when applying linear adjustments to the first 
translation guide member. See Specification p.8 1.18- p.9 1.8; p.11. 

Claims 16 and 17 depend from claims 13 and 14 respectively, and include the 
step of tightening the first translation guide member against objects inserted into the 
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cylindrical space of the first annular translation guide member using a docking screw 
through first translation guide member. This step allows positive capture of surgical 
devices in the first translation guide member. See Specification p. 10 1.19- 11 12; p.11 . 

Claim 18 depends from claim 14 and includes adjustably connecting a second 
translation guide member to the first translation guide member to provide a second non- 
parallel axis for adjusting surgical devices to the fixated eyebalL See p.9 1.9 - p. 10 117; 

Claims 19, 20 and 21 depend from claim 18 and mirror the steps recited in claims 
15 through 17 relating to the first translation guide member but applied to the second 
translation g uide member. See p. 9 /. 9 - p. 10 1.17; p. 11, 

Independent claim 22, which was newly added in the RCE, incorporates the 
limitations of Claims 1-10 and explicitly recites a narrow profile which fits under a 
patient's lid without need for a lid speculum. Applicant felt this limitation was inherent in 
the original claims as recited, when read in light of the Specification and Drawings, but 
added claim 22 with an explicit limitation to address Examiner's arguments. See pA 
//. 1 1-21; pp. 6-11; Figs, 2,3&4. 
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GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL (corrected section) 

All claim rejections are appealed. 

1. Whether claims 1-22 are invalid under 35 U.S.C. § 112 second paragraph. 

2. Whether claims 1,11 and 12 are unpatentable under 35 U.S.C. § 103(a) over EP 
03721 27A1 to UEsperance or 6,042,594 to Hellenkamp. 

3. Whether claims 2 and 13 are unpatentable under 35 U.S.C. § 103(a) over 
L'Esperance or Hellenkamp, in combination with US 4,173,980 to Curtin. 

4. Whether Claims 3, 4, 7, 8, 14, 15 T 18, and 19 are unpatentable under § 103(a) 
over L'Esperance or Hellenkamp in combination with Curtin and/or Clark et al t and 
further in view of Ruiz. 

5. Whether Claims 5, 6, 9, 10, 16, 17, 18 and 19 are unpatentable under § 103(a) 
over L'Esperance or Hellenkamp, in combination with Curtin and/or Clark et al, and 
further in combination with US 5,613,061 to Olson. 

6. Whether claim 22 is unpatentable under § 103(a) over L'Esperance or 
Hellenkamp, in combination with Curtin and/or Clark et al, and further in combination 
with US 5,613,061 to Olson. 

7. Whether claims 11-21 are unpatentable under § 103(a) over L'Esperance or 
Hellenkamp, in combination with Curtin and/or Clark et al, and/or Ruiz and/or Olson. 
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CONCLUSION 

Applicant believes the Brief with corrected sections is in compliance and 
respectfully requests the corrected sections be admitted. 
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